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DETAILED ACTION 



Claim Objections 

1 . Claims 1-7 are objected to because of the following informalities: "Apparatus" 
should be replaced with "An apparatus". Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1, 2, 4-8, 10-15, and 18-28 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Nozaki et al. EP 0928986. 

Referring to claim 1 , Nozaki et al. disclose an apparatus that prints user specified 
material on a hardcopy medium having at least two sides (photo processing apparatus 
1, col. 6, lines 42-46), comprising: an image processor that inputs and corrects at least 
one user specified image into a processed image digital file (exposure control unit 110, 
col. 7-8, lines 50-58, 1-19); an encoder that converts a user specified digital file into a 
pattern (code data generating unit 120, col. 8, lines 20-39); and a printing device (printer 
30, col. 6-7, lines 45-58, 1-6) coupled to said image processor and coupled to said 
encoder to print said user specified image from said processed image digital file on a 
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first side of the hardcopy medium and print said pattern as a plurality of machine 
readable marks on a second side of the hardcopy medium (col. 3, lines 33-36). 

Referring to claim 2, Nozaki et al. disclose an apparatus in accordance with claim 
1 wherein said apparatus further comprises a kiosk (col. 13, lines 9-29) (col. 17, lines 
36-44). The computer can be considered a kiosk because it is an electronic device that 
provides information (via a display), is interactive in nature (a multimedia combination), 
and allows for input (via an input device such as a touch screen or a keyboard). The 
kiosk is unique from a standard pc as it is created for a specific user and specific 
purpose and is owned, controlled, and operated by a business. 

Referring to claim 4, Nozaki et al. disclose an apparatus in accordance with claim 
1 further comprising a sound processor coupled to said encoder to create an audio 
digital file for specification as said user specified digital file (col. 8, lines 20-39). 

Referring to claim 5, Nozaki et al. disclose an apparatus in accordance with claim 
1 further comprising a data processor coupled to said encoder to create a data digital 
file for specification as said user specified digital file (col. 8, lines 20-39). 

Referring to claim 6, Nozaki et al. disclose an apparatus in accordance with claim 
1 further comprising a document composer coupled to said image processor and said 
encoder to receive input for said first side and said second side, respectively, and 
coupled to said printing device to provide a duplexed output to said printing device (col. 
3, lines 33-36). 
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Referring to claim 7, Nozaki et al. disclose an apparatus in accordance with claim 
1 further comprising an interface device by which a user may enter formatting 
commands at least to said image processor (monitor 102, col. 8, lines 13-19). 

Referring to claim 8, Nozaki et al. disclose a method of creating user specified 
material on a hardcopy medium having at least two sides, comprising the steps of: 
accepting at least one image file (#1 of Fig. 9, col. 12, lines 45-48); encoding a user 
selected digital file (#8 of Fig. 9, col. 14, lines 9-13); printing an image from said 
accepted at least one image file on a first surface of the hardcopy medium (#10 of Fig. 
9, col. 14, lines 47-51); and printing said encoded file as a plurality of machine readable 
marks on a second surface of the hardcopy medium (col. 3, lines 33-36). 

Referring to claim 10, Nozaki et al. disclose a method in accordance with the 
method of claim 8 wherein said step of accepting said at least one image file further 
comprises the step of selecting an input for said at least one image file (col. 12, lines 
45-48). 

Referring to claim 11, Nozaki et al. disclose a method in accordance with the 
method of claim 10 wherein said step of selecting an input further comprises the step of 
selecting an input of an external camera (col. 12, lines 45-48). 

Referring to claim 12, Nozaki et al. disclose a method in accordance with the 
method of claim 10 wherein said step of selecting an input further comprises the step of 
selecting an input of a user stored scanned image (col. 12, lines 45-48). 

Referring to claim 13, Nozaki et al. disclose a method in accordance with the 
method of claim 10 wherein said step of selecting an input further comprises the step of 
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selecting an input of an image negative or positive for scanning to create an at least one 
image file (col. 17, lines 36-44). 

Referring to claim 14, Nozaki et al. disclose a method in accordance with the 
method of claim 10 wherein said step of selecting an input further comprises the step of 
selecting an input of a previously stored image file (col. 17, lines 36-44). 

Referring to claim 15, Nozaki et al. disclose a method in accordance with the 
method of claim 14 wherein said step of selecting an input of a previously stored image 
file further comprises the step of providing a link to an accompanying audio file (col. 13, 
lines 20-25). 

Referring to claim 18, Nozaki et al. disclose a method in accordance with the 
method of claim 8 wherein said step of encoding a user selected digital file further 
comprises the step of accepting a selection of a digital file (col. 1 3, lines 20-22). 

Referring to claim 19, Nozaki et al. disclose a method in accordance with the 
method of claim 18 wherein said step of accepting a selection of a digital file further 
comprises the step of accepting a selection of a digital audio file (col. 13, lines 20-22). 

Referring to claim 20, Nozaki et al. disclose a method in accordance with the 
method of claim 19 wherein said step of accepting a selection of a digital audio file 
further comprises the step of selecting from a library of digital audio files (Fig. 10, col. 
13, lines 20-29). 

Referring to claim 21 , Nozaki et al. disclose a method in accordance with the 
method of claim 19 wherein said step of accepting a selection of a digital audio file 
further comprises the step of activating a microphone (col. 12-13, lines 56-58, 1). 
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Referring to claim 22, Nozaki et al. disclose a method in accordance with the 
method of claim 18 wherein said step of accepting a selection of a digital file further 
comprises the step of accepting a selection of said at least one image file (col. 13, lines 
13-20). 

Referring to claim 23, Nozaki et al. disclose a method in accordance with the 
method of claim 1 8 wherein said step of accepting a selection of a digital file further 
comprises the step of accepting a selection of input data (col. 13, lines 20-22). 

Referring to claim 24, Nozaki et al. disclose a method in accordance with the 
method of claim 8 wherein said step of accepting at least one image file further 
comprises the step of processing said accepted at least one image file (col. 12, lines 48- 
53). 

Referring to claim 25, Nozaki et al. disclose a method in accordance with the 
method of claim 8 wherein said step of encoding said user selected digital file further 
comprises the step of encoding said user selected digital file into a pattern (col. 14, lines 
9-13). 

Referring to claim 26, Nozaki et al. disclose a method in accordance with the 
method of claim 25 wherein said step of printing said encoded file further comprises the 
step of depositing said pattern as said plurality of machine readable marks (col. 14, 
lines 9-13). 

Referring to claim 27, Nozaki et al. disclose a method in accordance with the 
method of claim 8 further comprising the step of composing said accepted at least one 
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image file and said encoded user selected digital file for respectively printing on said 
first surface and said second surface of said hardcopy medium (col. 3 ( lines 33-36). 

Referring to claim 28, Nozaki et al. disclose a hardcopy output produced in 
accordance with the method of claim 8 (col. 14, lines 47-51). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to.a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nozaki et 
al. EP 0928986 as applied to claim 1 above, and further in view of Antognini et al. 
Patent US 6,176,427. 

Referring to claim 3, Nozaki et al. disclose an apparatus in accordance with claim 
1 wherein said user specified digital file further comprises a link to said processed 
image digital file. Nozaki et al. do not disclose expressly converting a digital image into 
a pattern. Antognini et al. disclose converting a digital image into a pattern (col. 9, lines 
29-36). Nozaki et a I. and Antognini et al. are combinable because they are from the 
same field of encoding digital information into a computer readable pattern. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to 
convert a digital image into a pattern instead of a link to the image. The motivation for 
doing so would have been to allow the computer to read the pattern without already 
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having the stored image. Therefore, it would have been obvious to combine Antognini 
et al. with Nozaki et al. to obtain the invention as specified in claim 3. 

6. Claims 9, 16, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nozaki et al. EP 0928986 as applied to claims 8 and 10 above, and further in view 
of Brennan Patent US 5,587,740. 

Referring to claim 9, Nozaki et al. disclose printing said image and said encoded 
file on the hardcopy medium but do not disclose expressly accepting payment for 
printing the image. Brennan discloses accepting payment for printing an image (col. 1 , 
lines 53-55). Nozaki et al. and Brennan are combinable because they are from the 
same field of producing digital image prints. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to accept payment for printing digital 
images. The motivation for doing so would have been to provide a service to customers 
in exchange for a fee. Further, Nozaki et al. disclose a system utilized by a customer, 
which would suggest the owner of the system seeking compensation for providing 
services (col. 17, lines 36-44). Therefore, it would have been obvious to combine 
Brennan with Nozaki et al. to obtain the invention as specified in claim 9. 

Referring to claim 16, Nozaki et al. disclose selecting an image input but do not 
disclose an internal camera input. Brennan discloses an internal camera jmage input 
(digital camera 26 of Fig. 3, col. 3, lines 36-42). Nozaki et al. and Brennan are 
combinable because they are from the same field of producing digital image prints. At 
the time of the invention, it would have been obvious to a person of ordinary skill in the 
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art to utilize an internal digital camera in the system of Nozaki et al. The motivation for 
doing so would have been to allow customers to produce a picture without the need for 
their own digital camera. Therefore, it would have been obvious to combine Brennan 
with Nozaki et al. to obtain the invention as specified in claim 16. 

Referring to claim 17, Nozaki et al. disclose a method in accordance with the 
method of claim 16 wherein said step of selecting an input further comprises the step of 
saving an image as said at least one image file (col. 7-8, lines 50-58, 1-5). Brennan 
discloses an internal camera image input (digital camera 26 of Fig. 3, col. 3, lines 36- 
42). 

7. Claims 29, 30, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nozaki et al. EP 0928986 and Braznell Patent US 3,762,630. 

Referring to claim 29, Nozaki et al. disclose a correspondence medium having at 
least two visible surfaces, comprising: a user-selected image disposed on a first visible 
surface of the correspondence medium (col. 13, lines 13-20); and user-selected data, 
encoded in the form of machine-readable marks, disposed on said second visible 
surface of the correspondence medium and spaced apart from said postal frank, (col. 
14, lines 7-13). Nozaki et al. do not disclose expressly a postal frank on a postcard. 
Braznell discloses a postal frank disposed on a second visible surface of the 
correspondence medium (Fig. 1 and 3). Nozaki et al. and Braznell are combinable 
because they are from the same field of printed material, specifically postcards. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art 
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to include a postal frank on a postcard. The motivation for doing so would have been to 
allow an area for a postage stamp to be applied to the postcard for mailing. Therefore, 
it would have been obvious to combine Braznell with Nozaki et al. to obtain the 
invention as specified in claim 29. 

Referring to claim 30, Nozaki et al. disclose a correspondence medium in 
accordance with claim 29 wherein said user-selected data further comprises a digital 
audio file (col. 14, lines 7-13). 

Referring to claim 33, Nozaki et al. disclose a correspondence medium in 
accordance with claim 29 wherein said user-selected data further comprises a digital file 
of input data (col. 12-13, lines 56-58, 1). 

8. Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nozaki et al. EP 0928986 and Braznell Patent US 3,762,630 as applied to claim 29 
above, and further in view of Antognini et al. Patent US 6,176,427. 

Referring to claim 31 , Nozaki et al. disclose user selected data further comprises 
a link to a digital file of an image. Nozaki et al. do not disclose expressly converting a 
digital image into a pattern. Antognini et al. disclose converting a digital image into a 
pattern (col. 9, lines 29-36). Nozaki et al. and Antognini et al. are combinable because 
they are from the same field of encoding digital information into a computer readable 
pattern. At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to convert a digital image into a pattern instead of a link to the image. The 
motivation for doing so would have been to allow the computer to read the pattern 



Application/Control Number: 09/841 ,803 Page 1 1 

Art Unit: 2624 

without already having the stored image. Therefore, it would have been obvious to 
combine Antognini et al. with Nozaki et al. to obtain the invention as specified in claim 
31. 

Referring to claim 32, Nozaki et al. disclose user selected data further comprises 
a link to a digital file of an image. Nozaki et al. do not disclose expressly converting a 
user selected digital image into a pattern. Antognini et al. disclose converting a digital 
image into a pattern (col. 9, lines 29-36). Nozaki et al. and Antognini et al. are 
combinable because they are from the same field of encoding digital information into a 
computer readable pattern. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to convert a digital image into a pattern instead of a link 
to the image. The motivation for doing so would have been to allow the computer to 
read the pattern without already having the stored image. Therefore, it would have 
been obvious to combine Antognini et al. with Nozaki et al. to obtain the invention as 
specified in claim 32. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571)272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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